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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over EP 1 380 423 [cited in the Information Disclosure Statement filed 4/18/06] (EP 
'423) in view of JP 2001-179990 [cited in the Information Disclosure Statement filed 
4/18/06] (JP'990). 

EP '423 discloses a method for producing a liquid discharge head comprising the 
steps of forming a mold pattern with a removable resin in a portion where a liquid flow 
path is to be formed on a substrate having a liquid discharge energy generating 
element; coating and hardening a covering resin layer on the substrate so as to cover 
the mold pattern; and removing by dissolution the mold pattern thereby forming a liquid 
flow path having a hollow structure, wherein the material for the covering resin layer 
which forms a liquid flow path structure comprises an epoxy resin and an onium salt 
generating a cation, and the removable resin is exemplified as a photodegradable 
positive-working resist comprising a methacrylic anhydride/methyl methacrylate 
copolymer with a monomer composition ratio of 10/90 and a weight-average molecular 
weight of 28,000. See paragraphs [0012], [0022], [0042] and [0084]; and Figures 5-12. 



Application/Control Number: 10/576,249 Page 3 

Art Unit: 1795 

However, JP '423 does not disclose including an inhibitor of cationic polymerization in 
the covering resin layer. 

JP '990 discloses a method for manufacturing an ink jet recording head 
comprising coating a substrate provided with ejection pressure generating elements and 
a solid layer occupying at least a part serving as a channel with a nozzle forming 
member, wherein the nozzle forming member comprises an epoxy resin, a cationic 
initiator and a basic substance, for example an amine (corresponding to the inhibitor of 
the present invention), so as to reduce development residue. See the abstracts; 
paragraphs [0010], [0014], [0017], [0034], [0043], [0045], [0076] and [0077] of the 
computer-generated translation enclosed with this Office Action; and Figures 1-6. 

It would have been obvious to one skilled in the requisite art to include a basic 
substance, for example an amine, as taught by JP '990, in the covering resin layer 
utilized in the method of EP '423 because it is taught that adding an amine to a nozzle 
forming member comprising an epoxy resin and a cationic initiator reduces development 
residue produced through pattern exposure of ink ejecting nozzles. 

2. Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over EP 1 
380 425 [cited in the Information Disclosure Statement filed 4/18/06] (EP '425) in view of 
JP 2001-179990 [cited in the Information Disclosure Statement filed 4/18/06] (JP '990). 

EP '425 discloses a process of forming a first positive photoresist layer on a 
substrate including an ink discharge pressure generating element; coating a second 
positive resist layer; patterning the second positive resist layer to form a second flow 
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path pattern; patterning the first positive resist layer to form a first flow path pattern; 
coating a photosensitive resin composition to form a liquid flow path forming material; 
patterning an ink discharge port in the liquid flow path forming material; and removing 
the flow path patterns. See paragraphs [0109]-[0121]. Additionally, EP '425 discloses 
materials useable as the soluble resist layers include polymethylisopropenyl ketone and 
a copolymer of anhydrous methacrylate/methyl methacrylate, exemplified as having a 
monomer composition ratio or 10/90 and a weight average molecular weight of 28,000. 
See paragraphs [0033], [0038], [0105]-[0108] and [0122]; and Figures 1A-G, 2A-D, 9A, 
10-18 and 21 A. Furthermore, EP '425 discloses the liquid flow path forming material 
comprises an onium salt which generates cations and an epoxy resin. See paragraph 
[0061]. However, EP '425 does not disclose providing the liquid flow path forming 
material with an inhibitor of cationic polymerization. 

JP '990 discloses a method for manufacturing an ink jet recording head 
comprising coating a substrate provided with ejection pressure generating elements and 
a solid layer occupying at least a part serving as a channel with a nozzle forming 
member, wherein the nozzle forming member comprises an epoxy resin, a cationic 
initiator and a basic substance, for example an amine (corresponding to the inhibitor of 
the present invention), so as to reduce development residue. See the abstracts; 
paragraphs [0010], [0014], [0017], [0034], [0043], [0045], [0076] and [0077] of the 
computer-generated translation enclosed with this Office Action; and Figures 1-6. 

It would have been obvious to one skilled in the requisite art to include a basic 
substance, for example an amine, as taught by JP '990, in the liquid flow path forming 
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material in the method of EP '425 because it is taught that adding an amine to a nozzle 
forming member comprising an epoxy resin and a cationic initiator reduces development 
residue produced through pattern exposure of ink ejecting nozzles. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 9 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over JP 2001-179990 [cited in the Information 
Disclosure Statement filed 4/18/06] (JP '990). 

JP '990 discloses an ink jet recording head comprising a substrate provided 
with ejection pressure generating elements; a channel; and a nozzle forming member, 
wherein the nozzle forming member comprises an epoxy resin, a cationic initiator and a 
basic substance, for example an amine (corresponding to the inhibitor of the present 
invention), whereby a development residue is prevented from being formed in an ink 
passage See the abstracts; paragraphs [0010], [0014], [0017], [0034], [0043], [0045], 
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[0076] and [0077] of the computer-generated translation enclosed with this Office 
Action; and Figures 1-6. 

Although the ink jet recording head of JP '990 is manufactured by a different 
method than the liquid discharge head of the presently claimed invention, specifically 
the steps of forming and removing a solid layer to form the channel (i.e. flow path) of JP 
'990 do not utilize a copolymer of methacrylic anhydride and methacrylate ester, the 
product of the prior art appears to be substantially identical to the product of the present 
invention because both ink jet heads comprise a nozzle forming member having the 
same composition, whereby the ink passages are free of development residue. 

Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability 
of a product does not depend upon its method of production. If the product in the 
product-by-process claim is the same as of obvious from a product of the prior art, the 
claim is unpatentable even though the prior art product was made by a different 
process. See MPEP 21 13. 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John A. McPherson whose telephone number is (571) 
272-1386. The examiner can normally be reached on Monday through Friday, 8:00 AM 
to 4:30 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on (571) 272-1385. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John A. McPherson/ 

Primary Examiner, Art Unit 1795 

JAM 

2/18/08 



